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DETAILED ACTION 

1. This office action is in reply to an amendment filed on September 06, 2006. All 
independent claims namely claims 1, 9, 17, 25, 40, 51, 61, 68 and 81 are 
amended. Applicant pointed out that claims 59-60 were not canceled and 
therefore they are now considered in this office action. Therefore claims 1-86 
are pending/examined. 

Priority 

2. Receipt is acknowledged of papers submitted under 35 U.S.C. 119 (a)-(d), which 
papers have been placed of record in the file. 

Response to Arguments 

3. Applicant's argument filed on September 06, 2006 have been fully considered 
but they are not persuasive. 

The argument raised by the applicant is with respect to the limitation 
added to the respective independent claims. Applicant argued that the 
limitation, "embedding sub data at least into margin bits of said main data 
based on the format corresponding to said recording medium" is not disclosed 
by the combination of the references on the record namely, by Miwa and 
Kuroda. 

Examiner asserts that such limitation does not have support both in the 
applicant's specification and the original claims. 

On paragraph 0066, of the applicant disclosure, published with the publication 
number 20020172361, the following has been disclosed. 
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"In a second method for partially embedding the sub data to such an extent that 
there is little influence of the margin bits on the DSV adjustment, the sub data 
is embedded into only a predetermined data portion of a specified recording 
pattern. The recording pattern which enables embedding will now be 
considered." 

Furthermore, on paragraph 0092 of the applicant disclosure published with the 
publication number 20020172361, the following has been disclosed. 

" FIG. 8 shows another example of this second method. In this example, since a 
fixed pattern is to be recorded in the sub code area as described above, the fixed 
pattern is varied in accordance with the type of the disc. The data preceding the 
sub code area is a synchronizing signal, which is a fixed pattern. Therefore, by 
controlling the margin bits between the synchronizing signal and the sub code, 
the sub data can be embedded in accordance with whether, for example, the 
leading part of the sub code area is a pit or a land." 

The closest support that is found in the disclosure is the following that is stated 
for instance, in claim 12, "The recording medium as claimed in claim 11, 
wherein modulation processing is performed on said main data, which is then 
recorded onto said recording medium, and said sub data is embedded into 
margin bits of said modulation-processed main data." 

Therefore, it is clear that embedding the sub data into the margin bits of 
modulation processed main data is different from embedding the sub data 
into the margin bits of the main data without being modulated or without 

performing a modulation process on said main data. These are obviously 
different and the prior has no support in the original disclosure. 
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Claim Rejections - 35 USC §112 

4. The following is a quotation of the first paragraph of35U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner 
and process of making and using it, in such full, clear, concise, and exact terms as to 
enable any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and use the same and shall set forth the best mode contemplated by 
the inventor of carrying out his invention. 

5. Independent Claims 1, 9, 17, 25, 40, 51, 61, 68 and 81 are rejected under 35 
U.S.C. 1 12, first paragraph, as failing to comply with the written description 
requirement. The claim(s) contains subject matter which was not described in the 
specification in such a way as to reasonably convey to one skilled in the relevant art 
that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. Based on a thorough review of the entire disclosure and a text search for 
"e mbedding the sub data into margin bits of the main data", there is no "readily 
apparent support" for the limitation recited as " embedding the sub data into margin 
bits of the main data." The support that is found is the one that is recited in claim 12, 
in which the sub data is embedded into margin bits of said modulation-processed 
main data ." According to the specification what is stated is obvious. That is, before the 
sub data is embedded into the margin bits of the main data, the first step is, the 
modulation processing is performed on said main data, which is then recorded onto 
said recording medium, and finally sub data is embedded into margin bits of said 
modulation-processed main data. 

6. Claims 2-8. 10-16. 18-24. 26-39. 41-50. 52-60. 62-67. 69-81 and 82-86 

depend from the rejected independent claims 1, 9, 17, 25, 40, 51, 61, 68 and 81, and 

include all the limitations of the respective claims, thereby rendering those dependent 
claims indefinite. 

Appropriate correction is required. 
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Claim Rejections - 35 USC §103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

8. Claims 1.3-7,9.11-15. 17. 25. 34-35, 37. 39-40. 46. 51-61. 68-72, 80-81 
and 85-86 are rejected under 35 U.S.C. 103(a) as being unpatentable over Miwa, 
Kunihik (hereinafter referred as Miwa) (European Publication, EP 0942418 Al), 
published on 09/15/1999 (submitted with IDS), in view of Kuroda, Kazuo (hereinafter 
referred to as Kuroda) (European Publication, EP 0969463 Al), published on 
01/05/2000 (submitted with IDS)). 

9. As per claims 1. 9, 17. 25. 40. 51. 59-61. 68,81 and 85-86 Miwa discloses a 
recording method for a recording medium, [Abstract, "RAM" or "ROM"]comprising 
the steps of: 

Recording main data onto a recording medium on which an identification part 
indicating a type said recording medium provided, so that said main data are 
readable as optical changes; [paragraph 0011] (management information is met main 
data and this management information is embedded/ recorded on medium of a type 
such as RAM(rewritable type) or R(write-once type) meets the limitation of an 
identification part indicating a type said recording medium as it is recited on paragraph 
0011)and 

Embedding sub data at least into a part of said main data based [paragraph 
0013, "additional information is met to be sub data] 
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Miwa does not explicitly disclose embedding sub data based on a format 
corresponding to said type of said recording medium and recording said 
sub data along with said main data. 

However, in the same Held of endeavor Kuroda, discloses embedding sub 
data based on a format corresponding to said type of said recording 
medium and recording said sub data along with said main data, [paragraph 
0005, paragraph 0021-0022] (the type of said recording medium is interpreted 
as it is recited on the dependent claim 3) 

It would have been obvious to one having ordinary skill in the art, at the time 
the invention was made, to combine the feature of recording as per teachings of 

Miwa in to the method embedding data based on a format corresponding to 

said type of said recording medium as taught by Kuroda, in order to provide a 
secure method of prohibiting reproduction of digital information illegally, [see 
paragraph 000 1 , the last 2 lines] 

10. As per claims 3, 11, 34.46.52-54.69-70.80 the combination of Miwa and 
Kuroda discloses a method as applied to claims above. Furthermore, Kuroda 
discloses the recording method wherein said sub data is embedded on the basis of 
a format corresponding to the type of said recording medium, of at least a first 
format for a reproduction-only recording medium and a second format for a 
recordable recording medium. [Paragraph 0021-0022] 

1 1 . As per claims 4-7.12-15.35.37.39.55-58.71-72 the combination of Miwa 
and Kuroda discloses a method as applied to claims above. Furthermore, Miwa 
discloses the recording method wherein modulation processing is performed on 
said main data, which is then recorded onto said recording medium, and said sub 
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data is embedded into margin bits of said modulation-processed main data. 

[Paragraph 0040] 

Allowable Subject Matter 

12. Claims 2.8.10^6.18-24.26-33.36,38.41-45.47-50.62-67.73-79 and 82-84 

are objected to as being dependent upon a rejected base claim, but would be allowable 
if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. 

Conclusion 

13. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. (See PTO-Form 892). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Samson B Lemma whose telephone number is 571- 
272-3806. The examiner can normally be reached on Monday-Friday (8:00 am— 4: 
30 pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, BARRON JR GILBERTO can be reached on 571-272-3799. The fax 
phone number for the organization where this application or proceeding is assigned 
is 571-273-8300.- 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. 
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Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



SAMSON LEMMA 

5.<_. KAMBIZ ZAND 

11/20/2006 PRIMARY EXAMINER 



